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THE MAILING DATE OF THIS COMMUNICATION. 
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1 . Prosecution is re-opened in the instant application in view of the newly cited prior art and new 
grounds of rejection. 

Election/Restrictions 

2. Reissue claim 20 is directed to an invention that is independent or distinct from the invention 
originally claimed for the following reasons: claim 20 is directed to a process that is distinct from the 
apparatus claims of the original reissue claims of the patent since the process may be practiced by 
another materially different apparatus such as a device that does not require any mixer , or rather the 
process may be practiced by a parent evaluating the box/case of a video tape to see its rating, prior to 
inserting the tape into a VCR the parent signaling to a child that the video is not appropriate, and upon 
telling the child it is not appropriate, barring the transmission of the video content by removing the tape 
from the vicinity of the VCR, the VCR having a conventional standby mode and playback mode of 
operation. Additionally, it is distinct from any of the method claims since the method claims do not require 
any subjective evaluation to generate a code. Moreover, it is not seen where in the original specification 
such subjective evaluation is disclosed in a sufficient manner to meet the requirements of 35 USC 1 12 for 
someone skilled in the art to make and/or use such, particularly in light of the failure of the applicant to 
provide an explanation of the support in the disclosure for changes made to the claims. 

3. According to 37 CFR 1 . 1 76, 

3? CFR 1.176. Examination of % reissue. y.\ 

: (a) : A reis su e application will be : examine d in th e same manner a s a n on -rei ss ue s n on -pro visional 
applkation, and wifl be^ 
: Applic ation s : for: reis me wll ^ 

: :(b): : 

: snbje ct matter may be required (res friction in volvin g: only s nbjec t matter of the original paten t claims 
will notbe required); If re^ 
held to be consto 

A :application ? wliich disclaimer cannot be withdrawn by applicant^^^:^^^^^^^^^^^^:^^^^^^:^^^^^^^^^:^^^^^^^:^^^^^:^^^^^^^^^^^^^-^^^^^^^^^^^^ :; 
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Since no disclaimer was filed in the reissue, the subject matter of the original patent claims will be 
held to be constructively elected. Accordingly, claim 20 is withdrawn from consideration as being directed 
to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Double Patenting 

5. A rejection based on double patenting of the "same invention" type finds its support in the 
language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and useful process 
... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same invention," in this context, 
means an invention drawn to identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); 
In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 USPQ 619 
(CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by canceling or 
amending the conflicting claims so they are no longer coextensive in scope. The filing of a terminal 
disclaimer cannot overcome a double patenting rejection based upon 35 U.S.C. 101. 

6. Claims 1-19, 21-43 and 59 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1-43 of copending Application No. 10/337,364. This is a provisional double 
patenting rejection since the conflicting claims have not in fact been patented. 

Defective Amendment 

7. The claims/amendments do not conform to the requirements as set forth in 37 CFF 1 .173. 

8. The amendments are incomplete since according to 37 CFR 1 .173(c) there is no explanation of 
the support in the disclosure of the patent for the changes made to the claims according to 37 CFR 
1.173(c ). An amendment of the reissue application made at the time of filing of the reissue application 
must be made in accordance with 37 CFR 1.173(b)-(e) and (g); see MPEP § 1453. Thus, as required by 
37 CFR 1.173(c), an amendment of the claims made at the time of filing of a reissue application must 
include a separate paper setting forth the status of all claims (i.e., pending or canceled), and an 
explanation of the support in the disclosure of the patent for the changes made to the claims . As the 
applicant has not provided this explanation in the prosecution of this application, such is now required. 
Applicant is required to include in the response an explanation of the support in the disclosure of the 
patent for the changes made to the claims in this reissue application. 
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9. The amendment to claim 5 is not clear since the preamble removes "cassette" and adds "tape"; 
however, in lines 11,12, 16, 19, the language "cassette" remains, and thus lacks a proper antecedent 
basis. 

10. The amendment to Claim 7, lines 4-5 differs from the patented claim being copied/amended since 
the language and remaining in said system power standby mode of operation" is missing. 

Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 7, 9-19, 27-43, and 59 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rew (5,033,085 filed 6/1988) in view of Inagaki et al (4,896,354 filed 10/1985). 

13. Rew discloses a method and system for controlling video (as displayed on Braun tube 67) and 
audio (as provided by speaker 66) of a television set having a standby mode of operation (via the fact that 
a remote control receiver (3) is powered during standby to be responsive to a remote control unit (2) for 
subsequent powering up of the video system at turn-on). 



Application/Control Number: 09/506,288 
Art Unit: 3662 



Page 5 



AWT: 



tUtQS IVING : 
ELEMENT 



61 



KEYBOA.ftt> 



1 : 



DETECTING;: 
ELEMENT ; 



62 



REMOCON 
RECEIVING 



? 



REMOCON 



) 

2 



MICOM 



SWITCH-H 

tNG :: : : : 

ELEMENT 



:: AUDIO: 

AMPLIFYING 
ELEMENT: 



7 

64 



VIDEO 
AMPLIFYING: 
ELEMENT 



7 



SPEAKER 



7 



BRMJH 
TUBE 



:POWER : : : 

SUPPLY 

ELEHEHT 



.J 



FIG, 2 



DETECTING 
EL, EM EN* 

: : : : :r: : : :-:c :-:-: :b- 



62 




yxpEO : : : 



65 



Rew (Figure 1) is shown above including a microcomputer MICOM (4) responding to input signals 
selectively input from a keyboard (1) or a remote control receiver (3) for controlling the video images 
(output path via 63, 65) through the generation of a control output that controls the switching element 
(63). A receiving element (61) and detecting element (62) receive the video program signal and process 
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a first video signal (RGB from detecting element (62) of Figure 2)) as well as a first audio signal that is 
provided to the audio amplifying means (64). The MICOM also includes an On Screen Character 
Generator circuit for outputting character data (via the rgb outputs of MICOM (4) of Figure 2). A switching 
element (63) is responsive to the detected video signals (RGB), the On Screen Character Generator 
circuit signals (rgb), and a control signal (S/W, P/W, ORO from the MICOM. to selectively mute the video 
signals by preventing the video signal from being output to the video amplifying means (65). Additionally, 
the MICOM (4) provides a control signal to the audio amplifying element to mute the audio signal (col 3, 
lines 17-20, e.g). Rew operates such that during a power standby mode, a power key signal input is 
entered by the keyboard/remote controller (3:67 - 4:3). This power key input meets the scope of the 
claimed "lock key" or "lock key data". Subsequent to the power key input, one of two programs is run 
(Fig. 3A). The first program corresponds to a condition in which no locking code has already been 
entered into the system, enabling anyone with access of the power button to watch the display in a 
conventional manner, as in any conventional video system. The second program corresponds to a 
condition wherein a code is already set up, in which case, the microcomputer provides control signals for 
erasing (muting) the audio and video signals to the appropriate output means, i.e. speaker and tube. As 
shown in Fig. 5, prompts are displayed on the screen (f, g). At the same time, on screen characters are 
displayed on the tube so that the user may perceive that the code is set up (3:24-31). At this point, the 
user operates the keyboard or remote control to input a code key signal/which corresponds to the 
claimed "secret code" or "code sequence" (3:31-32). When the inputted code key signal corresponds to 
the stored code key signal, the audio and video erasing signals are cut off and the video and audio are 
provided to the respective outputs (3:33-42). When the inputted code signal does not correspond to the 
stored code key signal, the process following the step for putting out audio and video erasing signals is 
carried out repeatedly (4:52-57). Additional embodiments for re-inputting a new code are also disclosed 
(Figs. 3C and 4). The process of inputting the code includes display of each character of the code 
sequence as it is entered into the system (Fig. 5) and immediately following entry of the last character as 
determined by the counter/register, it is determined whether or not the input key signal corresponds to the 
already set code N1 (4:41-45). If the input key signal corresponds to the stored code sequence, then the 
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erasing signals are blocked and the television video and audio are provided in the normal manner (4:45- 
52). If the input key signal does not correspond to the already set code, the video and audio erasing 
signals are carried out repeatedly (4:52-57). Additionally, if the input key signal does not correspond to 
the already set code but is reinput, a new code is set. The driving element (6) of is driven only upon 
determination of the a match between the input code and the stored code. Thus, Rew teach checking for 
a key-data input from the keyboard or remote control unit during a system power standby mode of 
operation as well as displaying prompts on the screen for inputting a code sequence either for setting a 
locking function or enabling viewing, and thereby provides the claimed control to the video system. 
14. Rew differs from the claimed invention since the switching element (63) is not "a mixer" in the 
conventional and disclosed sense of the word and since the switching element does not prevent a video 
signal from being output to a mixer. 

system, having a normal and a standby mode of operation (as evidenced via the remote control turn-on 
operation of the system using button 10a), wherein video and audio may be muted from the video system 
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in accordance with prescribed codes. 




16. The system includes a microcomputer (5) responding to input signals from a remote control pad 
(10) for controlling the video images wherein in response to the remote control pad, the microcomputer 
provides a control output for a period of time defined by the input of a lock code and the input of an unlock 
code, a video signal processor (3), a character generating circuit (6) responding to information from the 
microprocessor, a mixing circuit (8) generating the video components (11) by mixing the video signal from 
the video processor (3) and the video signal from the character generating circuit (6), and a video 
masking circuit (7) responding to the control output for preventing the video signal from being output to 
the mixer. Muting of the sound is additionally provided during the blocking of the video. 
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17. The masking circuit (7) and mixing circuit (8) provides a substantially equivalent function 
(erase/mute video/audio signals when locked) in a substantially equivalent environment (a video system 
in the form of a TV or CATV) for a substantially equivalent purpose (to provide control over viewable 
media) to the switching element of Rew. 

18. It would have been obvious to one having ordinary skill in the art at the time the invention was 
made to modify Rew by substituting a conventional masking circuit/mixing circuit for the switching element 
in Rew as taught by Inagaki et al in order to effectively blank the video/audio signals from the output 
terminal of the video system and prevent viewing of programs considered harmful to certain viewers since 
the switching control and the masking/mixing circuits are substantially equivalent designs and since the 
masking/mixing circuit provides the advantage of the capability to simultaneously display video as well as 
on-screen character data, such as channel or time information, when both video and character data are 
available. 

19. The combination of references wherein the masking/mixing circuit is substituted for the switching 
element is deemed to teach or suggest to the skilled artisan the claimed invention, including the following 
facets: providing a control signal via the application of key data followed by a code sequence using an on- 
screen character display (specifically, Rew); providing a control signal via the key data during a standby 
mode of operation (specifically Rew - power key signal input); a mixer mixing first video signal 
representative of the video program and second video data representative of on-screen character 
information (specifically, Inagaki et al); and muting circuits responsive to a control signal from the 
microcomputer for preventing audio outputs and preventing the first video signal from being output to a 
mixer (specifically Inagaki et al). Moreover, Rew teachesthe use of a counter G to determine when the 
number of ciphers of the code corresponds to the number of ciphers of the stored code. 

Claim Rejections - 35 USC § 112 

20. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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21. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

22. Claims 44-58 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and/or use the invention. The original disclosure provides for receiving the lock 
key data only during a standby mode of operation. However, claims 44, 48, 55, and 56 set forth a 
process wherein a first lock key data signal is received and a second-lock key data signal is received, 
after the first lock key data signal, such receiving times being separated by an interval including 
generating an image formed by mixing a video signal and a character signal and displaying such image 
signal on a screen. Since the lock key data is only utilized when in standby (system power-off flag, see 
step 200/201 of Figure 3A), the receiving of a second lock key data signal after receiving said first lock 
key data signal is not sufficiently disclosed. Furthermore, if the routine is run only when the system is in a 
standby mode of operation, it is unclear how video is generated or displayed. 

23. Claims 44-58 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. 

Claims 44, 48, 55 and 56 are insufficiently disclosed in the specification as originally filed. 
Applicant has claimed priority in the US patent to prior applications 07/681 ,843 (1990) and 07/398,927 
(1989) and concomitantly to foreign application Korea 88-18099 (1988). In an amendment (3/1993) in 
08/024,495, the applicant added claims 2-7. Claim 5 of that amendment added a limitation of generating 
first and second control outputs for a period of time defined by a first input of a lock key followed by a 
secret code and a second input of lock key data followed by said secret code. The specification does not 
provide an enabling disclosure for such limitation particularly in light of the fact that in each instance of 
receiving a lock key data signal, video is reproduced orreceived and displayed; thus it is not in a standby 
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mode as required by the original specification, i.e. the routine is not run unless step 200 responds with a 
"Y n . Moreover, it is unclear what represents a locked state going to an unlocked state, an unlocked stated 
going to a locked state, or a locked state remaining in the locked state with respect to the claim language 
since in each case, a lock key data signal is received, video is reproduced or received and mixed with 
character data. Therefore, it is not clear how or where the original specification provides an enabling 
disclosure for receiving a first lock key data signal, generating a first character, and displaying a first 
image, and subsequently receiving a second lock key data, generating a second character signal, and 
displaying a second image before any determination of a match. Moreover, the amendment of 3/1993 
appears to have improperly introduced new matter into the application. 

Additionally, there is no support in the specification as originally filed for determining a match of 
first and second lock key data signals; there is nothing in the specification that equates the lock key data 
signal to the code sequence. In the specification, the lock key signal is differentiated from the digits of the 
code sequence representing the secret code. This problem exists in claims 44, 46, 50, and 52. 

In claim 47, the locking of the audio and the unlocking of the video is insufficiently disclosed in the 
specification. The original specification describes the locking and unlocking of the audio/video together; it 
is not seen where in the specification the audio is locked while the video is unlocked. 

In claims 50-52 and 58, the determination of whether the second lock key data is identical to a 
reference and the subsequent changing of the locking/unlocking state in dependence thereon is not 
adequately disclosed in the specification. There is nothing in the disclosure which provides an enabling 
disclosure as to what the reference is or how it may be used in any determination. 

Claim 56 sets forth "generating ... a mode change signal in response to said second lock-key 
data signal". It is not seen where this is disclosed in the original specification. 

24. Claims 44-58 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

In claim 44, the language "locking said video signal and preventing application of said video 
signal to enable said mixing in dependence upon said determination" is indefinite and fails to clearly and 
distinctly set forth the invention. What is the difference between "locking said video signal" and 
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"preventing application of said video signal"? The language "preventing application of said video signal 
to enable said mixing" is contradictory since the "preventing application of said video" and the "enabl(ing) 
said mixing" appear contradictory. 

In claim 47, the language "locking said audio signal and releasing said muted video signal in 
dependence upon" the determination of whether a second lock key data signal is identical to a first lock 
key data signal is not clear since it is not understood why the audio would be locked and the video would 
be unlocked. 

In claims 50-52 and 58, the determination of whether the second lock key data is identical to a 
reference and the subsequent changing of the locking/unlocking state in dependence thereon is not clear 
since the "reference" is undefined and not specified in the specification. 

In claim 59, the language in lines 10-16 is not understood. In line 1 1 , "a locked state" is defined 
as where the display system bars viewing of a video program. In lines 14-15, viewing of the video 
program is barred when the "display system is not in said locked state." Thus, the claim sets forth the 
barring of viewing of the video program when the display system is in both a locked and an unlocked 
state. Clarification is required as to why the video program is barred no matter what the state is, i.e. 
locked or unlocked. 

25. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 
Hayes (4,718,107) is cited for its teaching providing a mode key input followed by a code sequence in 
order to change states of the set-top converter among family viewing mode, enter access code mode, 
and parental control mode. Figures 9A and 9B show an algorithm for access control of video 
programming. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Gregory C. Issing whose telephone number is (571)-272-6973. The examiner can normally 
be reached on Monday - Thursday 6:00 AM- 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Thomas Tarcza can be reached on (571)-272-6979. The fax phone number for the organization where 
this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). /A si D , 
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